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Th MAILING DATE of this communication app ars on th cover sh t with th correspond nee address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely tiled, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) M The specification is objected to by the Examiner. 

1 0)^ The drawing(s) filed on 21 May 1999 is/are objected to by the Examiner. 

11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

1 5) Notice of References Cited (PTO-892) 1 8) □ Interview Summary (PTO-41 3) Paper No(s). 

16) Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) □ Notice of Informal Patent Application (PTO-152) 

17) CI Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 20) O Other: 



U.S. Patent and Trademark Office 
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Application/Control Number: 09/3 1 6,795 Page 2 

Art Unit: 2161 

Drawings 

1. The drawings are objected to because they are informal. Refer to enclosed PTO Form 
948. The drawings are further objected to by the Examiner for the following reasons: 

• They are objected to as failing to comply with 37 CFR 1.84(p)(5) because they do 
not include the following reference sign(s) mentioned in the description: "17" (page 4, lines 
24-25), "222" (page 11, line 10). 

• They are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: "211 " (in Fig. 5) and 
"151" (Fig. 8). 

• In Fig.l, the reference numeral 18 should be modified to point "RE-CODER". 
Applicant is advised to carefully review all the drawings for further needed 

corrections. 

Specification 

2. The abstract of the disclosure is objected to because it is incomprehensible. More 
specifically, lines 3- 5, "A method that ... recipient." cannot be clearly understood. Further, line 3, 
"the post" cannot be understood. Still further, line 7, "the posts" cannot be understood. 
Correction is required. See MPEP § 608.01(b). 

3. The disclosure is objected to because of the following informalities: . 
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• Throughout the specification, it is not clear what the difference is between "the post" 
and "the post office". 

• Page 2, line 8, should "known" be -know-? 

• Page 3, line 6, should -box— be inserted after "office"? 

• Page 4, line 17, should "Sorters 13" be -Sorter 13-? 

Applicant is advised to carefully review the entire specification for further needed 
corrections. 

Claim Rejections - 35 U.S. C.§112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

• Claim 1, it is not clear whether "recipinet's desired delivery address" in lined 3-4 is the 
same as "recipinet's desired delivery address" in lines 7-8 or not. There are numerous places in the 
claims having the same vagueness as above, e.g., it is not clear whether "information" in line 4, 
"information" in line 9, and "information" in line 1 1 are the same or not. 

Line 9, the language "delivering information to recipient's" cannot be 

understood. 
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• Claim 7, lines 1-2, the language "in the changing step: recipient specifies..." cannot be 
clearly understood. 

• ClaimlS, line 4, should "a biometrics" be either --the biometrics- or -said biometrics-? 
Applicant is advised to carefully review all the claims for further needed 

corrections. 

Claim Rejections - 35 U.S.C. § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

7. Claims 1, 6, and 1 1, as best understood, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Boies et al. (Boies hereinafter: US PAT. 6,006,200). 

Re claim 1: Boies discloses a method of forwarding mail (i.e., a package delivered by 
U.S. Postal Service) that is addressed to a recipient (i.e., "a customer") and a virtual post 
office box (i.e., "a unique identifier to the customer") to be delivered directly to a recipient, 
said method comprises the steps of: 
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receiving recipient's name and information regarding recipient's desired delivery 
address (this step would have been inherent to create the database owned by the shipping 
company and to generate the unique identifier to the customer); 

assigning a virtual post office box for individual recipients (see column 2, line 12, "to 
supply a unique identifier to the customer"); 

relating recipient's virtual post office box with recipient s desired delivery 
address (this step would have been inherent to be able to deliver the mail to the correct 
customer); 

delivering information to recipient's that represents their assigned virtual post 
office boxes (see column 2, line 12, "to supply a unique identifier to the customer"); 

placing information that represents virtual post office boxes on the mail (see column 2, 
lines 55-60); 

reading information on the mail to capture virtual post office box information, when 
present (see column 2, lines 60-64); 

determining recipient's desired delivery address from virtual post office box 
information and recipient's name (see column 2, lines 18-22 and 60-64); and 

delivering the mail to recipient's desired delivery address (see column 2, lines 60-64). 

Re claim 6: Boies further discloses the step of changing recipient's desired delivery 
address in accordance with recipient's instructions (see claim 5). 
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Re claim 11: Boies further discloses that the recipient's virtual post office box is 
represented in alphanumeric characters (see column 2, lines 14-16). 

Claim Rejections - 35 U.S.C. § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness . 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 7-10 and 12-21, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boies. 

Re claim 7: Boies does not explicitly disclose the changing step that further includes 
recipient specifies the time period in which mail is going to be delivered to the changed 
delivery address. However, it is old and well-known practice to specify the time period "in 
which mail is going to the delivered to the changed delivery address (e.g., when someone is on 
vacation, it has been a common practice to notify the Post Office to reroute the mail to a next 
neighbor or hold until the person comes back from the vacation), and nothing unobvious is 
seen to have been involved simply having employed this old and well-known practice for the 
claimed method to facilitate the mail delivery. 
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Re claims 8, 9 and 10: Boies does not explicitly disclose the step of billing for the 
number of times (or metering) recipient's changed their desired delivery address. However, it 
is a fundamental practice to charge any viable services including the claimed service in the art 
to obtain higher profit. Thus, it would have been within the level of ordinary skill in the art to 
employ this fundamental practice to the claimed method to increase the profit. 

Re claims 12 and 13: Boies does not explicitly disclose the steps of (a) assigning 
access codes to recipients that are related to recipient's virtual post office box; (b) delivering 
access codes to recipients; (c) receiving recipient's name, access code and recipient's intention 
to change their delivery address; and (d) changing recipient's delivery address upon 
conformation of recipient's name and access code. However, in claim 5 thereof, Boies 
discloses the step of changing recipient's desired delivery address in accordance with 
recipient's instructions (see claim 5). Of course, to keep anonymity and privacy (see the 
Abstract of Boies), the use of the claimed steps for changing the delivery address would have 
been within the level of ordinary skill in the art. More specifically, it would have been obvious 
to (a) assign access codes (e.g., passwords) to recipients that are related to each recipient's 
virtual post office box to prevent others from accessing unauthorized post office boxes; (b) 
deliver access codes to recipients to allow each recipient to access his or her post office box 
for the desired address change; (c) receive recipient's name, access code and recipient's 
intention to change their delivery address to update the change of the address; and (d) change 
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recipient's delivery address upon conformation of recipient's name and access code to effect 
the change of the address. 

Re claim 14: Boies does not explicitly disclose the changing step that further includes 
recipient specifies the time period in which mail is going to be delivered to the changed 7 
delivery address. However, it is old and well-known practice to specify the time period in 
which mail is going to the delivered to the changed delivery address (e.g., when someone is on 
vacation, it has been a common practice to notify the Post Office to reroute the mail to a next 
neighbor or hold until the person comes back from the vacation), and nothing unobvious is 
seen to have been involved simply having employed this old and well-known practice for the 
claimed method to facilitate the mail delivery. 

Re claim 15: Boies does not explicitly disclose the steps of (a) assigning a biometrics to 
recipients; (b) delivering a biometrics to recipients; (c) receiving recipient's biometrics and 
recipient's intention to change their delivery address; (d) changing recipient's delivery address 
upon conformation of recipient's biometrics. However, in claim 5 thereof, Boies discloses the 
step of changing recipient's desired delivery address in accordance with recipient's instructions 
(see claim 5). Of course, to keep anonymity and privacy (see the Abstract of Boies), the use 
of the claimed steps for changing the delivery address would have been within the level of 
ordinary skill in the art. More specifically, it would have been obvious to (a) assign a 
biometrics (e.g., finger print) to recipients that are related to each recipient's virtual post 
office box to prevent others from accessing unauthorized post office boxes; (b) deliver the 
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biometrics to recipients to allow each recipient to access his /her post office box for the desired 
address change; (c) receive recipient's biometrics and recipient's intention to change their 
delivery address to update the change of the address; and (d) change recipient's delivery 
address upon conformation of recipient's biometrics to effect the change of the address. 

Re claims 16, 17, 18, 19 and 20: Boies does not explicitly disclose that the recipient's 
name, access code and recipient's intention to change their delivery address may be received 
by telephone, by facsimile, by computer, in person, or by mail. However, those are well- 
known methods of notifying the changes of personal information, and it would have been 
common sense to employ any one of the above well-known methods as desired to notify the 
changes of the personal information (e.g., address, phone number, or etc.) to effect the change 
of the address. 

Re claim 21: Boies does not explicitly disclose that the recipient's access code is 
encrypted. However, it is a well-known practice in the art to encrypt any vital information in 
the art to prevent fraudulent access of the personal account or database and it would have been 
common sense to employ this well-known practice for the claimed method to further enhance 
the anonymity and privacy (see the Abstract of Boies) of the recipient. 
10. Claims 2, 3, 4, and 5, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boies in view of Allum et al. (Allum hereinafter: US PAT. 5,420,403). 

Re claims 2-5: Boies does not explicitly disclose the steps of placing recipient's desired 
delivery address on the mail in coded form, human readable form or both. However, Allum 
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discloses the use of coded form, human readable form or both to print a delivery label (see 
FIGS. 7 and 8) to facilitate the routing of the mail automatically and to assist a delivery person 
to find correct delivery addresses. Thus, it would have been obvious to one of ordinary skill in 
the art to modify the method of Boies by adopting the teachings of Allum to facilitate the 
routing of the package automatically and to assist a delivery person to find correct delivery 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hyung S. Sough whose telephone number is (703) 308-0505. 
The Examiner can normally be reached Monday-Friday from 8:30 AM - 4:00 PM EST. 

If attempts to reach the Examiner by telephone are unsuccessful, The Examiner's 
Supervisor, James P. Trammell, can be reached on (703) 305-9768. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)305-3900. The Group Fax 
number is (703) 308-1396. 
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